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DETAILED ACTION 
Claim Rejections - 35 USC§102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1, 2, and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by Shell (U. 
S. Patent No. 2,996,247). 

Shell teaches a game counter (20) for tracking events during a game and keeping score of 
the game, comprising: a front plate (21), the front plate having an outer surface and an inner 
surface (Figs. 1, 2, 4); a rear plate (22), the rear plate having an outer surface and an inner 
surface (Figs. 1, 2, 4), wherein the rear plate inner surface is positioned adjacent to the front plate 
inner surface (Figs. 2, 4); a plurality of windows (29), the windows comprising front plate 
windows extending through the front plate and rear plate windows extending through the rear 
plate (Fig. 4), wherein each window has indicia (1-9, 10-18) printed thereabove on the 
corresponding plate (Col 1, Unes 49-56), the indicia indicating the specific movement being 
tracked at the corresponding window (Col 1, lines 49-56) ; a plurality of wheels (, each wheel 
having a center point about which it is selectively rbtatable, the center point being mounted to 
one of the plates, each wheel associated with one of the windows, the wheels mounted in 
between the plates, each wheel having an interior portion and an exterior portion, wherein the 
interior portion is sandwiched between the plates, and the exterior portion extends past the plates 
for allowing said wheel to be rotated, each wheel (30) corresponding to one of the windows (Fig. 
1), wherein the wheels corresponding to the front plate windows are positioned atop the wheels 



Application/Control Number: 10/684,749 Page 3 

Art Unit: 2859 

corresponding to the rear plate windows (Fig. 2), each wheel further comprising numerals (S) 
printed upon said wheel, whereby as the wheel is rotated, one of the numerals is visible through 
the corresponding window (Fig, 1), thereby allowing the user to keep count of the events and 
scoring during the game by manipulating the appropriate wheel (Col 2, lines 5-20); and a side 
wall (Fig. 2, both front and rear plates have side walls which are connected via 23), the side wall 
extending around a perimeter of the counter and extending between the front plate and the rear 
plate (Figs. 1, 2, 4), said side wall having a plurality of cut-outs (200) for accommodating the 
wheels, wherein the wheel exterior portions extend past the side wall through its associated cut 
out for allowing access to move the wheel (Figs. 1,3). 

Shell teaches the game counter wherein the counter comprises four even windows on the 
front plate and two scoring windows on the rear plate (Figs. 1, 2, Col 1, lines 42-56), 

Shell teaches the game counter wherein the wheel numerals (S) are arranged in 
consecutive ascending order upon the wheel (Fig. 5, Col 2, lines 15-20). 

Regarding the preamble, "a baseball game counter for tracking events during a baseball 
game and keeping score of the game"; it has been held that a recitation with respect to the 
manner in which a claimed apparatus is intended to be employed does not differentiate the 
claimed apparatus from a prior art apparatus satisfying the claimed structural limitations. Ex 
parte Masham. 2 USPQ2d 1647 (1987). 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
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such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shell in 
view of Wilson (U. S. Patent No. 580,656). 

Shell discloses the game counter as described above in paragraph 2; wherein the game 
counter comprises indicia related to a golf game; and wherein it may be modified for other uses 
(Col 3, lines 13-19). 

Shell does not disclose the game counter wherein the counter is specifically used for a 
baseball game and wherein the indicia printed over the rear plate scoring windows read "Home" 
and "Visitor", for tracking the score of the game; wherein the indicia printed over the front plate 
event windows read "Strike", "Ball", "Out", and "Inning", for tracking events during the game. 

Wilson discloses the baseball game counter wherein the indicia printed over the rear plate 
scoring windows read "Home" and "Visitor", for tracking the score of the game (Fig. 2); wherein 
the indicia printed over the front plate event windows read "Strike", "Ball", "Out", and "Inning", 
for tracking events during the game (Fig, 2). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the game counter of Shell to be used as a baseball game counter comprising 
indicia related to a baseball game, as taught by Wilson, since Shell teaches that the counter can 
be modified for other uses (Shell, Col 3, lines 13-19), and since baseball is a game during which 
spectators may keep scores. 

5. Claim 7 is rejected vmder 35 U.S.C. 103(a) as being unpatentable over Shell in view of 
Farina, Jr. (PG Pub. No. 2002/0069815). 
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Shell discloses the counter as described above in paragraph 2 and wherein the shape of 
the counter is rectangular. 

Shell does not disclose a counter wherein the counter further comprising a top portion 
and a bottom portion, wherein the top portion is wider than the bottom portion to facilitate a 
comfortable fit when grasped around the bottorii portion. 

Farina, Jr. discloses a baseball game counter (10) wherein the counter comprising a top 
portion and a bottom portion, wherein the top portion is wider than the bottom portion to 
facilitate a comfortable fit when grasped around the bottom portion (Figs. 1-3 and paragraphs 
[0007], [0016]). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the baseball game counter of Shell, to include a top and bottom portion 
wherein the top portion is wider than the bottom, as taught by Farina, Jr., so that the baseball 
game counter would be more securely and comfortably held by a user (Farina, Jr. Figs. 1-3 and 
paragraphs [0007], [0016]). 

6. Claims 1-4, 6, and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wilson (U. S. Patent No. 580,656) in view Farina, Jr. (PG Pub. No. 2002/0069815). 

Wilson discloses a baseball game counter (Figs. 1 and 2) for tracking events during a 
baseball game and keeping score of the game, comprising: a fi"ont plate (D), the fi*ont plate 
having an outer surface and an inner surface; a rear plate (B), the rear plate having an outer 
surface and an inner surface, wherein the rear plate inner surface is positioned adjacent to the 
fi*ont plate inner surface (Fig. 3); a plurality of windows (b, d), the windows comprising front 
plate windows (d. Fig. 2) extending through the front plate and rear plate (b, Fig. 1) windows 
extending through the rear plate, wherein each window has indicia (Figs. 1 and 2) printed 
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thereabove on the corresponding plate, the indicia indicating the specific movement being 
tracked at the corresponding window (Figs. 1 and 2); a plurality of wheels (G, g, K, k), each 
wheel having a center point about which it is selectively rotatable, the center point being 
mounted to one of the plates (Col 2, line 96-Col 3, line 8), each wheel associated with one of the 
windows (Figs. 1 and 2), the wheels mounted in between the plates (Fig, 3, Col 1, line 47-Col 2, 
line 95), each wheel having an interior portion and an exterior portion (Figs. 1 and 2), wherein 
the interior portion is sandwiched between the plates (Figs. 1 and 2), and the exterior portion 
extends past the plates for allowing said wheel to be rotated (Figs. 1 and 2), each wheel 
corresponding to one of the windows, wheels corresponding to the front plate windows are 
positioned atop the wheels corresponding to the rear plate windows (Figs. 1-3 and Col 1, line 47- 
Col 2, line 95), each wheel further comprising numerals printed upon said wheel, whereby as the 
wheel is rotated, one of the numerals is visible through the corresponding window, thereby 
allowing the user to keep count of the events and scoring during the game by manipulating the 
appropriate wheel (Figs. 1-3 and Col 1, hne 47-Col 2, line 95). 

Wilson discloses the baseball game counter, wherein the counter further comprises four 
event windows on the front plate and two scoring windows on the rear plate (Fig. 2). 

Wilson discloses the baseball game counter wherein the indicia printed over the rearplate 
scoring windows read "Home" and "Visitor", for tracking the score of the game (Fig. 2). 

Wilson discloses the baseball game counter wherein the indicia printed over the front 
plate event windows read "Strike", "Ball", "Out", and "Inning", for tracking events during the 
game (Fig. 2). 

Wilson discloses the baseball game counter, wherein the wheel numerals are arranged in 
consecutive ascending order upon the wheel (Fig. 2). 
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Wilson does not disclose a baseball game counter con^rising a side wall, the side wall 
extending around a perimeter of the counter and extending between the front plate and the rear 
. plate, said side wall having a plurality of cut-outs for accommodating the wheels, wherein the 
wheel exterior portions extend past the side wall through its associated cut out for allowing 
access to move the wheel; wherein the counter further comprising a top portion and a bottom 
portion, wherein the top portion is wider than the bottom portion to facilitate a comfortable fit 
when grasped around the bottom portion. 

Farina, Jr. discloses a baseball game counter (10) comprising a side wall (18), the side 
wall extending around a perimeter of the counter and extending between the front plate and the 
rear plate (Fig. 1), said side wall having a plurality of cut-outs (26) for accommodating the 
wheels (Fig. 1), wherein the wheel exterior portions (34) extend past the side wall through its 
associated cut out for allowing access to move the wheel (Figs. 1 and 2); wherein the counter 
further comprising a top portion and a bottom portion, wherein the top portion is wider than the 
bottom portion to facilitate a comfortable fit when grasped around the bottom portion (Figs. 1-3 
and paragraphs [0007], [0016]). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the baseball game counter of Wilson, to include a side wall and a top and 
bottom portion wherein the top portion is wider than the bottom, as taught by Farina, Jr., so that 
the baseball game counter would be more securely held together and so that it would be 
comfortably held by a user (Farina, Jr. Figs. 1-3 and paragraphs [0007], [0016]). 
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Response to Arguments 

7. Applicant's arguments filed October 1, 2004 have been fully considered but they are not 
persuasive. 

Regarding Applicant's arguments that the Wilson reference does not teach that each 
wheel having a center point about which it is selectively rotatable, the center point being 
mounted to one of the plates, Examiner asserts that the Wilson reference, broadly interpreted, 
does satisfy this claim Wilson teaches that each wheel (G, g, K, k) has a center point about 
which is it selectively rotatable, and the center points are mounted to plate A which is mounted 
to the front and rear plates (B, D) by the rivets (a), therefore the center points are indirectly 
mounted to the front and rear plates (B, D). Therefore, this rejection is repeated in paragraph 6 
above. 

However, for clarification. Examiner has written an additional rejection using the Shell 
reference in order to overcome a rejection on a more narrow reading of the limitation that each 
wheel having a center point about which it is selectively rotatable, the center point being 
mounted to one of the plates, found in paragraph 2 above. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, TfflS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Amy R Cohen whose telephone number is (571) 272-2238. The 
examiner can normally be reached on 8 am - 5 pm, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Diego F. Gutierrez can be reached on (571) 272-2245. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
appHcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EEC) at 866-217-9197 (toll-free). 
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December 14, 2004 




Diego Gutierrez 
Supervisory Examiner 
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